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when a defendant’s sentence is “within the
range allowed by statute for the offense
simpliciter.” 220 F.3d at 933. Anderson’s
sentence did not exceed the statutory max-
imum set forth in 21 U.S.C. § 841(b)(1)(C),
the offense simpliciter, and thus did not
violate Apprendi. Although we do not
now decide whether or not Aguayo-Delga-
do has any applicability in the Rule 11
context, we note that it would not have
been unreasonable for Anderson’s counsel
to have read Aguayo-Delgado as barring
an Apprendi-based challenge to the validi-
ty of Anderson’s guilty plea.

We reiterate that there is a wide range
of reasonable professional assistance and a
strong presumption that counsel’s conduct
fell within that wide range. As we ob-
served in Garrett:

“Certainly previously appointed counsel

might have chosen to press this issue on

appeal, and such choice would have been
reasonable. It does not follow that the
opposite choice—to drop the issue—was
unreasonable. Law is an art, not a sci-
ence, and many questions that attorneys
must decide are questions of judgment
and degree. Among the most difficult
are decisions as to what issues to press
on appeal. ... It is possible to criticize

his choice in hindsight. Perhaps a

choice to press the issue would have

been better. But we are dealing, after

all, with fallible human beings, and a

demand for perfection cannot be

met.”

78 F.3d at 1306 (omissions in original)
(quoting Simmons v. Lockhart, 915 F.2d
372, 375 (8th Cir.1990)).

Given the deference afforded attorney
performance and the standard to which we
hold Anderson’s appellate counsel, we can-
not say that Anderson’s representation fell
below an objective standard of reasonable-
ness. Accordingly, the District Court’s de-
nial of Anderson’s motion to vacate, set

aside, or correct his sentence pursuant to
28 U.S.C. § 2255 is affirmed.
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1. Trade Regulation ¢332

To prevail on infringement claim,
trademark owner must prove that defen-
dants’ use of their mark was likely to
cause confusion as to origin of their prod-
ucts and services, or whether they were
affiliated with owner. Lanham Trade-
Mark Act, § 43(a)1)(A), 15 U.S.C.A.
§ 1125(a)(1)(A).

2. Trade Regulation =334.1

Ultimate inquiry in trademark in-
fringement case always is whether, consid-
ering all circumstances, likelihood exists
that consumers will be confused about
source of allegedly infringing product.
Lanham Trade-Mark Act, § 43(a)(1)(A), 15
U.S.C.A. § 1125(a)(1)(A).

3. Trade Regulation €333, 340.1, 363.1

When likelihood-of-confusion issue in
trademark infringement action is decided
by court, inquiry is framed by six non-
exclusive factors: (1) strength of owner’s
mark; (2) similarity of owner’s mark and
alleged infringer’s mark; (3) degree of
competition between products; (4) alleged
infringer’s intent to pass off its goods as
trademark owner’s; (5) incidents of actual
confusion; and, (6) type of product, its
cost, and conditions of purchase. Lanham
Trade-Mark  Aect, § 43(a)(1)(4), 15
U.S.C.A. § 1125(a)(1)(A).

4. Federal Civil Procedure €=2609

In reviewing post-verdict motion for
judgment as matter of law (JMOL), dis-
trict court should review record as a
whole, but disregard all evidence favorable
to moving party that jury is not required
to believe. Fed.Rules Civ.Proc.Rule 50(b),
28 U.S.C.A.

5. Federal Courts =776

District court’s denial of post-verdict
motion for judgment as matter of law
(JMOL) is reviewed de novo, giving defer-
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ence to jury’s verdict. Fed.Rules Civ.
Proc.Rule 50(b), 28 U.S.C.A.

6. Trade Regulation €596

Likelihood of confusion determination
in trademark case is finding of fact, re-
viewed for sufficiency of evidence. Lan-
ham Trade-Mark Act, § 43(a)(1)(A), 15
U.S.C.A. § 1125(a)(1)(A).

7. Trade Regulation &=356

Finding that investment advisor’s
“Everest Capital” mark was not infringed
by another advisor’s use of “Everest In-
vestment Management,” “Everest Funds
Management,” and “Everest Funds”
marks was supported by evidence that
marks employed different fonts and graph-
ics, that parties did not directly compete,
and that plaintiff’s customers were finan-
cially sophisticated. Lanham Trade-Mark
Act, § 43(a)(1)(A), 15 U.S.C.A.
§ 1125(a)(1)(A).

8. Trade Regulation =333

Mere knowledge of competitor does
not prove intent to mislead consumers as
to product origins, for purpose of deter-
mining likelihood of confusion in trade-
mark action. Lanham Trade-Mark Act,
§ 43(2)(1)(A), 15 U.S.C.A. § 1125(a)(1)(A).

9. Evidence &75

Rule that adverse inference arises
from failure to produce evidence applies
only when party has relevant evidence
within its control which it fails to produce.

10. Trade Regulation =705

District court has broad discretion
when instructing jury in trademark action,
and appellate review is limited to deter-
mining whether instructions, taken as a
whole and viewed in light of evidence and
applicable law, fairly and adequately sub-
mitted issues in case to jury.
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11. Trade Regulation =705

Jury instruction summarizing Squirt-
Co factors fairly and adequately informed
jury of law relating to its determination of
likelihood of confusion, and thus court did
not abuse its discretion by rejecting addi-
tional language proposed by trademark in-
fringement plaintiff as either adequately
covered by instructions given, non-essen-
tial, potentially confusing, or of dubious
validity.

12. Trade Regulation €366

Claim of trademark dilution by “blur-
ring” does not require proof of competition
or likelihood of confusion. Lanham Trade-
Mark Act, § 43(c), 15 U.S.C.A. § 1125(c).

13. Trade Regulation =366

Even when there is no right to jury
trial on trademark dilution claim, if claim
is tried with other claims that must be
submitted to jury, court has discretion to
submit dilution claim to jury on advisory
basis. Lanham Trade-Mark Act, § 43(c),
15 U.S.C.A. § 1125(c); Fed.Rules Civ.Proc.
Rule 39(c), 28 U.S.C.A.

14. Trade Regulation =366

Finding that investment advisor’s
“Everest Capital” mark was not famous,
and thus not diluted, was supported by
evidence that it was prohibited from adver-
tising in United States and that it had only
two hundred wealthy clients. Lanham
Trade-Mark Act, § 43(c), 15 U.S.C.A.
§ 1125(c).

15. Trade Regulation =366

Finding that investment advisor’s
“Everest Capital” mark was not diluted by
another advisor’s use of “Everest Invest-
ment Management,” “Everest Funds Man-
agement,” and “Everest Funds” marks
was supported by evidence. Lanham
Trade-Mark Act, § 43(c), 15 U.S.C.A.
§ 1125(c).

16. Trade Regulation €=423.1

To prevail on commercial misrepre-
sentation claim, trademark owner must
prove that defendants made false state-
ment of fact about their product or service
that deceived or had tendency to deceive
substantial segment of audience, that was
likely to influence purchasing decisions,
and that injured or was likely to injure
owner. Lanham  Trade-Mark  Act,
§ 43(2)(1)(B), 15 U.S.C.A. § 1125(a)(1)(B).

17. Trade Regulation €=423.1

Finding that investment advisor’s in-
advertent misstatement on its website re-
garding scope of its services did not consti-
tute commercial misrepresentation was
supported by evidence that misstatement
did not deceive or have tendency to de-
ceive substantial segment of website’s in-
tended audience, that it was unlikely to
influence purchasing decisions, and that
competitor was not injured or likely to be
injured as result of misstatement. Lan-
ham Trade-Mark Act, § 43(a)(1)(B), 15
U.S.C.A. § 1125(a)(1)(B).

18. Trade Regulation ¢=423.1

Fact that commercial misrepresenta-
tion defendant’s statement is literally false
does not raise presumption that it is likely
to deceive. Lanham Trade-Mark Act,
§ 43(a)(1)(B), 15 U.S.C.A. § 1125(a)(1)(B).

19. Trade Regulation ¢=724.1

Any error in narrowing prohibitions of
Nebraska Deceptive Trade Practices Act,
by instructing jury that deceptive trade
practice was limited to one that caused
likelihood of confusion or misunderstand-
ing as to source, sponsorship, approval, or
certification of services, was harmless.
Neb.Rev.St. § 87-302(a)(2, 3).

20. Trade Regulation &=579

Evidence that Patent and Trademark
Office (PTO) had suspended infringement
plaintiff’s application for registration of its
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mark because there might be likelihood of
confusion between mark and defendants’
accused marks was properly excluded as
unfairly prejudicial; PTO’s tentative opin-
ion could have been misunderstood by jury
as official government position of issue of
confusion. Fed.Rules Evid.Rule 403, 28
U.S.C.A.

Trade Regulation €736
Everest Capital.

Mark J. Hyland, argued, New York, NY
(Jeffrey M. Dine, New York, NY, and John
Passarelli, Omaha, NE, on the brief), for
appellant.

Mark C. Laughlin, argued, Omaha, NE
(Russell A. Westerhold, Omaha, NE, on
the brief), for appellee.

Before LOKEN, Chief Judge,
WOLLMAN and BEAM, Circuit Judges.

LOKEN, Chief Judge.

Everest Capital Limited is a Bermuda-
based investment advisor that began man-
aging off-shore “hedge funds” in 1990, us-
ing the trademark “Everest Capital” in the
names of its funds, in letters to investors,
and in marketing materials. Some years
later, entrepreneur Vinod Gupta formed
Everest Investment Management to man-
age his personal wealth through a collec-
tion of limited partnerships in which his
family, close friends, and senior employees
of his company have participated. Gupta
later formed Everest Funds Management,
an Omaha-based investment advisor that
manages Everest Funds, an entity consist-
ing of two small mutual funds.

In this action, Everest Capital sued Ev-
erest Investment Management, Everest

1. The HONORABLE THOMAS D. THALKEN,
United States Magistrate Judge for the Dis-
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Funds Management, Everest Funds, and
Gupta (collectively, the “Everest Defen-
dants”) asserting federal Lanham Act
claims for trademark infringement, trade-
mark dilution, and commercial misrepre-
sentation. 15 U.S.C. §§ 1125(a)(1)(A),
(a))B), and (c). Everest Capital also
asserted state-law claims under the Ne-
braska Consumer Protection Act, NEB.
REv. StaT. § 59-1601 et seq.; the Nebraska
Uniform Deceptive Trade Practices Act,
NEeB. REv. Stat. § 87-301 et seq; and Ne-
braska common law. After a jury re-
turned a verdict against Everest Capital
on all claims, the district court® denied a
post-verdict motion for judgment as a mat-
ter of law. Everest Capital appeals, argu-
ing insufficient evidence to support the
jury’s verdict and instructional and eviden-
tiary errors by the court. We affirm.

I. Background.

Everest Capital is an investment advis-
or whose hedge funds pursue sophisticated
strategies that frequently involve emerg-
ing foreign markets and distressed and
high-yield foreign securities. Since its for-
mation in 1990, Everest Capital has used a
mark consisting of the underlined words
“Everest Capital,” with the underlining
forming a stylized mountain peak between
the two words. As an unregulated off-
shore entity, Everest Capital is prohibited
from advertising or marketing its funds or
services in the United States. It attracts
new United States customers through
word of mouth.

At the time of trial, Everest Capital
managed three quarters of a billion dollars
in assets on behalf of some two hundred
wealthy individuals, universities, and foun-
dations. KEverest Capital investors must
have a net worth of at least one million

trict of Nebraska, who presided by consent of
the parties.
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dollars and usually invest at least a million
dollars in an Everest Capital fund. For
example, Everest Capital’s founder testi-
fied that financier George Soros invested
half a billion dollars in Everest Capital
funds. Everest Capital’s promotional ma-
terials warn that its investments are in-
tended for “experienced and sophisticated
persons” who are able to bear the risk of
impairment or loss of their investments.
Its brief on appeal admits that “the poten-
tial market [for Everest Capital funds]
consists of a small proportion of the invest-
ment community, namely sophisticated and
accredited investors such as universities
and foundations.”

The Everest Defendants. FEverest
Investment Management, like Everest
Capital, manages private investment
partnerships that may invest in a vari-
ety of financial instruments. However,
except for a brief, unsuccessful market-
ing campaign aimed at institutional in-
vestors, to date Everest Investment
Management’s partnerships have served
almost exclusively as investment vehicles
for Mr. Gupta, his family, and close
friends and associates. The partnerships
have invested in domestic Internet com-
panies, not in risky foreign assets of the
type favored by Everest Capital.

Everest Funds Management manages
the “Everest Cubed” fund, an index fund
that attempts to duplicate the performance
of the American securities markets, and
the Everest America fund, a conservative-
ly-managed mutual fund that invests pri-
marily in “blue chip” American companies.
Both funds are open to investors regard-
less of net worth and require an initial
investment of only $2,000. At the time of
trial, each fund managed just three million
dollars in assets. Gupta’s family owned 98
percent of those assets, and each fund had
less than ten investors outside of his fami-

ly.

The Everest Defendants -consistently
use the words “Everest Investment Man-
agement,” “Everest Funds Management,”
and “Everest Funds” printed in capital
letters in a font distinct from Everest Cap-
ital’s font, and accompanied by a rather
fuzzy drawing of Mount Everest in a
square border, either above or to the side
of the corporate names.

II. Trademark Infringement.

[1,2] Neither Everest Capital nor any
Everest Defendant has been granted fed-
eral registration of its mark. See 15
U.S.C. §§ 1051, 1057, 1115. However,
section 43 of the Lanham Act grants to
qualifying unregistered marks comparable
protection from infringement and unfair
competition. See Two Pesos, Inc. v. Taco
Cabana, Inc., 505 U.S. 763, 767-68, 112
S.Ct. 2753, 120 L.Ed.2d 615 (1992). To
prevail on its claim of trademark infringe-
ment, Everest Capital must prove that the
Everest Defendants’ use of their marks
was “likely to cause confusion” as to the
origin of their products and services, or
whether they are affiliated with Everest
Capital. 15 U.S.C. § 1125(a)(1)(A). “The
ultimate inquiry always is whether, consid-
ering all the circumstances, a likelihood
exists that consumers will be confused
about the source of the allegedly infring-
ing product.” Hubbard Feeds, Inc. v. An-
mmal Feed Supp., Inc., 182 F.3d 598, 602
(8th Cir.1999).

[3] Most trademark infringement cases
come to this court for review of a summary
judgment or for review of the grant or
denial of injunctive relief. When the likeli-
hood-of-confusion issue is decided by a
court, the inquiry is framed by six non-
exclusive factors—*“(1) the strength of the
owner’s mark; (2) the similarity of the
owner’s mark and the alleged infringer’s
mark; (3) the degree of competition be-
tween the products; (4) the alleged in-
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fringer’s intent to ‘pass off’ its goods as the
trademark owner’s; (5) incidents of actual
confusion; and, (6) the type of product, its
cost, and conditions of purchase.” Luigi-
no’s, Inc. v. Stouffer Corp., 170 F.3d 827,
830 (8th Cir.1999); see SquirtCo v. Seven—
Up Co., 628 F.2d 1086, 1091 (8th Cir.
1980).2

In this case, Everest Capital requested a
jury trial, and the district court submitted
the trademark infringement claims to the
jury, without objection. Instruction No.
17 told the jury that, in deciding the likeli-
hood of confusion issue, it “should consid-
er” the above six factors. The district
court further instructed, consistent with
our prior decisions, that “[t]he presence or
absence of any particular factor should not
necessarily resolve whether there was a
likelihood of confusion, because you must
consider all relevant evidence in determin-
ing this.” See General Mills, Inc. v. Kel-
logg Co., 824 F.2d 622, 626 (8th Cir.1987).
The verdict form simply asked whether
any Everest Defendant “infringed Everest
Capital’s trademark rights, pursuant to
Jury Instruction No. 17.” The jury an-
swered, “No.”

[4,5] A. Sufficiency of the Evi-
dence. Everest Capital is entitled to judg-
ment as a matter of law only if “there is no
legally sufficient evidentiary basis for a
reasonable jury to find” the Everest De-
fendants not liable for trademark infringe-
ment. Fep. R. Civ. P. 50(a)(1). In review-
ing a post-verdict motion for judgment as
a matter of law, the district court “should
review the record as a whole [but] disre-
gard all evidence favorable to the moving
party that the jury is not required to
believe.” Reeves v. Sanderson Plumbing
Prods., Inc., 530 U.S. 133, 151, 120 S.Ct.
2097, 147 L.Ed.2d 105 (2000). We review
the district court’s denial of a motion for

2. Our sister circuits apply similar multi-factor
tests. See, e.g., A & H Sportswear, Inc. v.
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judgment as a matter of law de novo,
giving equal deference to the jury’s ver-
dict. See R.M. Taylor, Inc. v. Gen. Mo-
tors Corp., 187 F.3d 809, 812 (8th Cir.
1999), cert. denied, 528 U.S. 1159, 120 S.Ct.
1169, 145 L.Ed.2d 1079 (2000); Anheuser—
Busch, Inc. v. John Labatt Ltd., 89 F.3d
1339, 1344 (8th Cir.1996) (a trademark
case).

[6]1 On appeal, Everest Capital reviews
the evidence it submitted regarding each
of the six SquirtCo factors and argues that
these factors “weigh overwhelmingly in its
favor.” Perhaps this argument would be
sound in the Second Circuit, where likeli-
hood of confusion is an issue of law re-
viewed de movo by the appellate court.
See Plus Prods. v. Plus Discount Foods,
Inc. 722 F.2d 999, 1004-05 (2d Cir.1983).
But in this circuit, “[l]ikelihood of confu-
sion is a finding of fact.” SquirtCo, 628
F.2d at 1091. And properly so, in our
view. Though the question is not free
from doubt, we agree with the Fourth
Circuit that “[t]his pivotal trademark issue
is particularly amenable to resolution by a
jury .... which represents a cross-section
of consumers [and] is well-suited to evalu-
ating whether an ‘ordinary consumer’
would likely be confused.” Anheuser—
Busch, Inc. v. L & L Wings, Inc., 962 F.2d
316, 318 (4th Cir.1992). Therefore, be-
cause the jury returned what amounts to a
general verdict of no trademark infringe-
ment, the only issue on appeal is whether
the record as a whole, viewed in the light
most favorable to the jury’s verdict, con-
tains sufficient evidence supporting that
verdict. Detailed analysis of each Squirt-
Co factor is unnecessary.

[71 Viewing the trial record in this
light, it is clear that the district court

Victoria’s Secret Stores, Inc., 237 F.3d 198,
211 (3rd Cir.2000).



EVEREST CAPITAL LTD. v. EVEREST FUNDS MANAGEMENT

761

Cite as 393 F.3d 755 (8th Cir. 2005)

properly denied Everest Capital’s motion
for judgment as a matter of law. Though
each mark uses the dominant word “Ever-
est,” that word is part of longer product
names that employ different fonts and
graphics. See General Mills, 824 F.2d at
627 (fact-finder “must look to the overall
impression created by the marks and not
merely compare individual features”);
Lane Capital Mgmt. v. Lane Capital
Mgmt., 15 F.Supp.2d 389, 395 (S.D.N.Y.
1998) (relevant mark was “Lane Capital
Management,” not “Lane”). The jury
heard evidence that a substantial number
of companies, including financial services
companies and a hedge fund manager, use
marks containing “Everest” in various
forms. Compare Sun Banks of Florida,
Inc. v. Sun Fed. Sav. & Loan Ass’n, 651
F.2d 311, 316 (5th Cir. July 1981). The
jury also heard substantial evidence that
Everest Capital and the Everest Defen-
dants do not directly compete and that
Everest Capital’s prospective investors are
financially sophisticated and therefore un-
likely to invest in Everest Capital’s hedge
funds without exercising substantial care.

[8] At trial, Everest Capital offered no
evidence of actual investor confusion,
which is not surprising given its inability
to advertise in the United States. Everest
Capital did present the results of a Florida
survey purporting to demonstrate that po-
tential small investors in one of the Ever-
est Funds would mistakenly assume that
the fund is associated with Everest Capi-
tal. But defendants vigorously attacked
the survey’s methodology, and the jury
was free to discount its evidentiary weight,

3. This objection is based upon the Everest
Defendants’ failure to produce documents
supporting Gupta’s testimony that in 1996 he
conducted a computer search of the “Ever-
est” name that did not turn up any financial
services companies. Defendants submitted
evidence that Gupta discarded the results of
this search several years before this lawsuit

or to disregard it entirely. See Calvin
Klein Cosmetics Corp. v. Parfums de Co-
eur, 824 F.2d 665, 669 n. 4 (8th Cir.1987).
Finally, though Everest Capital presented
some evidence that Gupta was aware of
Everest Capital when he founded Everest
Investment Management, knowledge of a
competitor does not prove an intent to
mislead consumers as to product origins.
See Luigino’s, Inc., 170 F.3d at 831.

Having reviewed the trial record as a
whole, we agree with the district court that
it contains sufficient evidence supporting a
finding of no likelihood of confusion.

[9,101 B. Jury Instruction Issues.
Though Instruction No. 17 properly sum-
marized the six SquirtCo factors, Everest
Capital argues that the district court
abused its discretion by refusing to add
additional language proposed by Everest
Capital—that inherently distinctive marks
carry a presumption of strength; that sim-
ilarity should not be assessed by placing
the marks side by side; that intent to
infringe may be proved by the infringer’s
conduct after being told to cease and de-
sist; that survey evidence may substitute
for actual confusion; that the relevant pur-
chaser is the “ordinary consumer,” not the
sophisticated investor; that post-sale and
pre-sale confusion should be considered in
determining likelihood of confusion; that
an adverse inference may be drawn from
the Everest Defendants’ failure to produce
certain records;® and that the United
States Patent and Trademark Office is the
“sole government agency having authority
over the registration of trademarks.” The

commenced. The adverse inference rule ap-
plies only “when a party has relevant evi-
dence within its control which it fails to pro-
duce.” Rockingham Machine-Lunex Co. v.
NLRB, 665 F.2d 303, 304 (8th Cir.1981), cert.
denied 457 U.S. 1107, 102 S.Ct. 2907, 73
L.Ed.2d 1316 (1982) (emphasis added).
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district court has broad discretion in in-
structing the jury. Our review is limited
to determining “whether the instructions,
taken as a whole and viewed in the light of
the evidence and applicable law, fairly and
adequately submitted the issues in the
case to the jury.” Mems v. City of St
Paul, 327 F.3d 771, 781 (8th Cir.2003)
(quotation omitted), cert. denied, 540 U.S.
1106, 124 S.Ct. 1052, 157 L.Ed.2d 891
(2004).

[11] After reviewing the transcript of
the lengthy instructions conference, we are
inclined to agree with the Everest Defen-
dants that Everest Capital did not pre-
serve most of these instruction issues for
appeal. But in any event, we conclude
that Instruction No. 17 fairly and ade-
quately informed the jury of the law relat-
ing to its determination of likelihood of
confusion. The district court did not
abuse its discretion by rejecting the addi-
tional language proposed by Everest Capi-
tal as either adequately covered by the
instructions given, non-essential, potential-
ly confusing, or of dubious validity.

III.

[12] Everest Capital next argues that
it is entitled to judgment as a matter of
law on its claim that the Everest Defen-
dants’ use of Everest Capital’s famous
trademark “causes dilution of the distinc-
tive quality of the mark.” 15 U.S.C.
§ 1125(c).  Prohibiting trademark in-
fringement protects trademark owners and

Trademark Dilution.

4. The statute provides that “the owner of the
famous mark shall be entitled only to injunc-
tive relief. . .unless the person against whom
the injunction is sought willfully intended to
trade on the owner’s reputation or to cause
dilution of the famous mark.” 15 U.S.C.
§ 1125(c)(2). Damages may be awarded for
willful dilution ‘“‘subject to the principles of
equity.” 15 U.S.C. § 1117(a). Courts have
rejected demands for jury trials when there is
insufficient evidence of willful intent or actual
damages. See Ringling Bros.-Barnum & Bai-
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consumers from likely confusion. Prohib-
iting trademark dilution, on the other
hand, protects the holder of a famous
trademark from misappropriation of its in-
vestment in the mark. See Luigino’s, 170
F.3d at 832. Thus, a claim of dilution by
“blurring” does not require proof of com-
petition or likelihood of confusion.

[13] The district court instructed the
jury that, to succeed on its claim of trade-
mark dilution, Everest Capital “must show
by a preponderance of the evidence ... (3)
That the EVEREST CAPITAL designa-
tion is famous in the relevant consumer
market; and (4) That there has been an
actual lessening of the capacity of the EV-
EREST CAPITAL trademark to identify
and distinguish the Everest Plaintiff’s in-
vestment management services.” Neither
party objected to the court submitting this
claim to the jury.! Nor does Everest Cap-
ital challenge the court’s instruction on
appeal. The jury verdict stated that no
Everest Defendant “diluted Everest Capi-
tal’'s trademark rights.” Thus, the verdict
must be upheld if a reasonable jury could
find on this record either (A) that the
Everest Capital mark is not famous, or (B)
that the Everest Defendants did not cause
an actual lessening of the mark’s capacity
to identify and distinguish Everest Capi-
tal’s services.

A. Courts and commentators have
struggled to define when a trademark is
“famous” for purposes of the Federal

ley Combined Shows, Inc. v. Utah Div. of Trav-
el Dev., 170 F.3d 449, 465 (4th Cir.1999);
Emmpresa Cubana del Tabaco v. Culbro Corp.,
123 F.Supp.2d 203, 209-10 (S.D.N.Y.2000).
We need not consider the issue in this case.
Moreover, even when there is no right to a
jury trial, if a dilution claim is tried with
other claims that must be submitted to the
jury, the court has discretion to submit the
dilution claim to the jury on an advisory ba-
sis. See Fep. R. Cwv. P. 39(c).
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Trademark Dilution Act of 1995. See gen-
erally 4 McCARTHY ON TRADEMARKS AND
UnraiR  CompPETITION § 24:92 (Dec.2003).
The Act lists eight non-exclusive factors “a
court may consider” in determining wheth-
er a mark is famous. 15 TU.S.C.
§ 1125(e)(1). The judicial consensus is
that “famous” is a rigorous standard. “Di-
lution is a cause of action invented and
reserved for a select class of marks—those
marks with such powerful consumer asso-
ciations that even non-competing uses can
impinge their value.” Awery Dennison
Corp. v. Sumpton, 189 F.3d 868, 875 (9th
Cir.1999). One controversial issue is
whether a mark’s fame in a limited or
“niche” market is sufficient to prove a
claim under § 1125(c)(1). See Thane Int’l
v. Trek Bicycle Corp., 305 F.3d 894, 908-11
(9th Cir.2002); Syndicate Sales, Inc. v.
Hampshire Paper Corp., 192 F.3d 633,
64041 (7th Cir.1999). We need not decide
that issue here. The district court in-
structed the jury to determine whether
Everest Capital’'s mark “is famous in the
relevant consumer market.” The jury, by
its adverse verdict, found that it is not.

[14] Everest Capital argues that its
mark is famous “within its niche field of
investment management” because many
news stories in the financial press have
ranked Everest Capital’s founder as a
“top hedge fund manager.” This argu-
ment borders on the frivolous because it
ignores our standard of review. The
question is whether a reasonable jury
could find that the mark is not famous.
The jury was free to disregard Everest
Capital’s selective evidence of its found-
er’s personal renown. Moreover, the rec-
ord includes evidence that Everest Capi-
tal may not advertise in the United
States and has a total of only two hun-
dred wealthy clients. On this record, a
reasonable jury could clearly find that the
Everest Capital mark is not famous in a

relevant consumer market. Indeed, the
defendants may have been entitled to
judgment as a matter of law on this is-
sue.

[15] B. The Supreme Court recently
confirmed that a claim under 15 U.S.C.
§ 1125(c)(1) requires proof of actual dilu-
tion. The Court went on to hold that, “at
least where the marks at issue are not
identical, the mere fact that consumers
mentally associate the junior user’s mark
with a famous mark is not sufficient to
establish actionable dilution.” Moseley v.
V Secret Catalogue, Inc., 537 U.S. 418, 433,
123 S.Ct. 1115, 155 L.Ed.2d 1 (U.S.2003).
Consistent with Moseley, the district court
instructed the jury that Everest Capital
must prove “an actual lessening of the
capacity of [its] trademark to identify and
distinguish [Everest Capital’s] services.”
The jury by its adverse verdict found no
actual dilution. On appeal, Everest Capi-
tal argues that it proved actual dilution as
a matter of law because “the names and
marks at issue are identical for purposes
of trademark law.” Based upon our visual
examination of the marks, this contention
is frivolous. See Savin Corp. v. Savin
Group, 391 F.3d 439, 453 (2d Cir.2004) (“a
mere similarity in the marks—even a close
similarity—will not suffice to establish per
se evidence of actual dilution”). The jury
reasonably found no proof of actual dilu-
tion.

IV. Commercial Misrepresentation.

[16] Section 43 of the Lanham Act pro-
tects a trademark owner from “commercial
advertising or promotion [that] misrepre-
sents the nature, characteristics, qualities,
or geographic origin of ... goods, services,
or commercial activities.” 15 TU.S.C.
§ 1125(a)(1)(B). The district court cor-
rectly instructed the jury that, to prevail
on its commercial misrepresentation claim,
Everest Capital must prove that the Ever-
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est Defendants made a false statement of
fact about their investment management
services that deceived or had a tendency to
deceive a substantial segment of the audi-
ence, that was likely to influence purchas-
ing decisions, and that injured or was like-
ly to injure Everest Capital. See Blue
Dane Simmental Corp. v. American Sim-
mental Ass’n, 178 F.3d 1035, 1042 (8th
Cir.1999).

[17,18] On appeal, Everest Capital ar-
gues that it was entitled to judgment as a
matter of law based on the undisputed
evidence that Everest Funds Management
falsely claimed on its website that it pro-
vides “professional portfolio management
of equity portfolios for high net worth
individuals and families, endowments,
foundations, and corporate retirement
plans.” At trial, Gupta admitted that Ev-
erest Funds Management has provided no
such services; its function instead has
been to manage the two small Everest
Funds. There was evidence that only 74
people had visited the Everest Funds
Management website, and no evidence that
those people were eligible to invest in Ev-
erest Capital hedge funds. Like the dis-
trict court, we conclude that a reasonable
jury could find that the misstatement was
inadvertent, that it did not deceive or have
a tendency to deceive a substantial seg-
ment of the website’s intended audience,
that it was unlikely to influence purchasing
decisions, and that Everest Capital failed
to prove injury or likely injury as a result
of the misstatement. We reject as con-
trary to law Everest Capital’s further con-
tention that the district court abused its
discretion by refusing to instruct the jury
that a “literally false” statement is pre-
sumed to be likely to deceive.

V. State Law Claims.

Everest Capital argues that it is entitled
to judgment as a matter of law on its
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claims under the Nebraska Deceptive
Trade Practices Act, Nebraska common
law, and the Nebraska Consumer Protec-
tion Act for the same reasons that it has
proved its federal claims under the Lan-
ham Act. As Everest Capital failed to
prove its Lanham Act claims, we will not
disturb the jury’s verdict rejecting the
state law claims.

[19] Everest Capital further argues
that the district court improperly nar-
rowed the prohibitions of the Nebraska
Deceptive Trade Practices Act, NEBREV.
Stat. §§ 87-302(a)(2)—(3), by instructing
the jury that a deceptive trade practice is
limited to one that causes likelihood of
confusion or misunderstanding “as to the
source, sponsorship, approval, or certifica-
tion of services.” This technical objection
was not properly preserved for appeal. In
any event, any error was clearly harmless.

VI. Two Evidentiary Issues.

[20] Everest Capital first argues that
the district court abused its discretion by
refusing to admit evidence that the U.S.
Patent and Trademark Office suspended
Everest Capital’s application for registra-
tion of its mark because there “may be a
likelihood of confusion” between “Everest
Capital” and the Everest Defendants’
marks. The district court excluded this
evidence as unfairly prejudicial. See FEb.
R. Ev. 403. We agree. The Trademark
Office suspension notice had little proba-
tive value because it stated a tentative
opinion, not an administrative finding of
fact based upon an adequate record. But
the agency opinion had the potential to
unfairly prejudice the defendants if the
jury mistakenly viewed it as an official
government position on the critical confu-
sion issue that the jury had to decide.
Thus, excluding this evidence under Rule
403 was not a clear abuse of the district
court’s substantial evidentiary discretion.
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Second, Everest Capital argues that the
district court abused its discretion by re-
fusing to allow Everest Capital to call Gup-
ta’s lawyer to testify about “misrepresen-
tations” he made in responding to Everest
Capital’s cease-and-desist letter. This
contention, too, is without merit. The
court admitted the letter response into
evidence and allowed Everest Capital to
question Gupta about the significance of
the attorney’s mistake in describing the
corporate relationship between Everest In-
vestment Management and Everest Funds
Management.

For the foregoing reasons, the judgment
of the district court is affirmed.
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Background: In inmate’s § 1983 action
based on assault which occurred in county

jail, the United States District Court for
the Western District of Missouri, Dean
Whipple, Chief Judge, granted county’s
motion to dismiss. Inmate appealed. The
Court of Appeals, Fagg, Circuit Judge, 316
F.3d 813, reversed and remanded. On re-
mand, the District Court, dismissed nu-
merous defendants and inmate appealed.

Holdings: The Court of Appeals, Fagg,
Circuit Judge, held that:

(1) claims against officers were governed
by Missouri’s five-year personal injury
statute of limitations, and

(2) inmate stated § 1983 claim against
county and city.

Affirmed in part, reversed in part, and
remanded.

Overruling Sulik v. Taney County, Mo.,
316 F.3d 813.

1. Federal Courts =917

The Court of Appeals was not bound
to follow the law of the case when the
earlier panel opinion contained a clear er-
ror on a point of law and worked a mani-
fest injustice.

2. Civil Rights ¢=1382

Inmate’s § 1983 claims against police
officers based on assault which occurred in
county jail were governed by Missouri’s
five-year personal injury statute of limita-
tions, and not three-year statute of limita-
tions; overruling Sulik v. Taney County,
Mo., 316 F.3d 813. 42 U.S.C.A. § 1983,
V.AM.S. § 516.120(4).

3. Civil Rights ¢=1351(4)

Inmate stated § 1983 claim against
county and city related to assault he re-
ceived in county jail by alleging that as-
sault was consistent with county and city’s
policies and customs. 42 U.S.C.A. § 1983.



